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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E Responsive to communication(s) filed on 01 November 2004 . 
2a)E This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-145 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1-145 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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Claim Rejections - 35 USC § 102 
I. Claim 1-14, 16-145 is rejected under 35 U.S.C. 102(e) as being anticipated by Berman 
(6632140). This holding is maintained for cited claims from prior action that is reiterated herein. 
Response to alleged patentability is provided below and incorporated herein. Berman discloses a 
gaming device comprising at least two independently activated reels, a plurality of symbols on 
each reel, a plurality of awards associated with said symbols, at least one indicator associated 
with each of said reels, at least one terminating condition associated with at least one of said 
reels, and a processor operable to independently activate each of the plurality of reels, 
independently stop each of said reels, provide a player any of said awards associated with said 
symbols indicated on said stopped reels, deactivate at least one of said reels when the terminating 
condition occurs for said reel, and independently re-activate said stopped reel is not deactivated 
(3:10-4:34, 5:15-18:65, esp. 6:11-13, 7:66-8:18,9:43-44, 11:4-8, 1 1:52-18:65, figure 1-7). 
Berman discloses having a different number of stars and stops on each of the bonus reels shown 
at fig. 2, and that every successful round a corresponding star will be removed to alter the 
probabilities on that reel (11 :4-8). Berman discloses that the game can be used in either a bonus 
or primary game (6: 12-24, 18:27-30). Berman also discloses using a maximum number of spins 
(9:42-44). 

Referring to claim 17, Berman inherently discloses a gaming machine having a total 
awards that are associated with probabilities such that one of the total awards has a higher 
probability of being selected by the processor than another one of the total awards. Referring to 
claim 52-53, Berman discloses that different reels can be used for each triggering of a bonus 



Application/Control Number: 10/678,512 Page 3 

Art Unit: 3714 

game round and that the activation and reactivation of the different reels can occur over multiple 
rounds of the bonus game. 

Claim Rejections - 35 USC §103 

2. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berman in view 
of Vancura (6033307). This holding is maintained for cited claims from prior action that is 
reiterated herein. Response to alleged patentability is provided below and incorporated herein. 
Berman discloses a gaming machine comprising claimed features/steps (supra) including having 
a termination symbol, but does not specifically disclose an award adapted to be provided a player 
if at least one of the reels is activated a predetermined number of activations. However, Vancura 
discloses that a player can receive an award if the player survives a predetermined number of 
spins (activations) during the course of a bonus game (3:3-4:29, esp. 4:21-29 and 4:53-18:45, 
esp. 13:18-51) that provides excitement created by television game show themes to provide 
expectation of additional accumulation in a game (2:55-67). One would be motivated to 
combine the teachings of the references in order to keep a player interested in the playing the 
game. Therefore, it would have been obvious to one of ordinary skill in the art at a time the 
invention was made to incorporate an award adapted to be provided a player if at least one of the 
reels is activated a predetermined number of activations as taught/suggested by Vancura to 
Berman' s game, system and method to keep the players interested in playing the game due to the 
expectation of additional accumulation of winnings in a game. 

Response to Amendment 

3. The affidavit filed on 1 1/1/2004 under 37 CFR 1 . 13 1 has been considered but is 
ineffective to overcome the Berman reference. It is initially noted that the series of animations 
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of TTT in Exhibit B are very poor quality at best and comments are as per the data presented of 
the scanned documents since there is no paper form/hardcopy of evidence. It is also noted that 
within Exhibit D, page 3 thereof, "Physical Reel Strip Listing", for the entries at bottom, it is 
unclear from record in what context the data for 4 4 4, or 6 6 6 or 5 5 5 or 4 5 6 is presented at 
least due to there being no line number associated therewith and a physical reel strip listing 
requires a line number association with any combination thereon. Further, the print style, font 
size appears not to match or is different than the style, size on same page for the listed 
combinations for specified reel strip line numbers. Thus, from the information presented, the 
cited data is not associated with any line numbers on a physical strip of Diablo Diamond. 

4. The Berman reference is a U.S. patent or U.S. patent application publication of a pending 
or patented application that claims the rejected invention. An affidavit or declaration is 
inappropriate under 37 CFR 1 . 13 1(a) when the reference is claiming the same patentable 
invention, see MPEP § 2306. If the reference and this application are not commonly owned, the 
reference can only be overcome by establishing priority of invention through interference 
proceedings. See MPEP Chapter 2300 for information on initiating interference proceedings. If 
the reference and this application are commonly owned, the reference may be disqualified as 
prior art by an affidavit or declaration under 37 CFR 1 . 130. See MPEP § 71 8. 

5. Alternatively, the evidence submitted is insufficient to establish a conception of the 
invention prior to the effective date of the Berman reference. While conception is the mental 
part of the inventive act, it must be capable of proof, such as by demonstrative evidence or by a 
complete disclosure to another. Conception is more than a vague idea of how to solve a 
problem. The requisite means themselves and their interaction must also be comprehended. See 
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Mergenthaler v. Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). Regarding conception, 
the applicant(s) allege that claimed invention was conceived prior to Berman reference; however 
the evidence presented in exhibit A-D regarding conception of invention lacks nexus to claimed 
invention. For example of claim 1 (but equally applicable to all pending claims), exhibit A lacks 
showing conception of invention at least for 4 independently' activated reels, plurality of symbols 
on each reel, plurality of awards (at least for Diablo Diamond version), at least one indicator 
associated with each of said reels, at least one terminator condition associated with at least one of 
said reels, and a processor, as claimed. For claim 1, similarly exhibit B lacks showing 
conception of invention for at least two 'independently' activated reels, plurality of symbols on 
each reel, plurality of awards (at least for Diablo Diamond version), at least one indicator 
associated with each of said reels, at least one terminator condition associated with at least one of 
said reels, and a processor, as claimed. For claim 1, similarly exhibit C lacks showing 
conception of invention for at least two ' independently 'activated reels, plurality of symbols on 
each reel, plurality of awards (at least for Diablo Diamond version), at least one indicator 
associated with each of said reels, at least one terminator condition associated with at least one of 
said reels, and a processor, as claimed. For claim 1, similarly, as best understood, exhibit D 
lacks showing conception of invention for at least two 'independently' activated reels, at least 
one indicator associated with each of said reels, and a processor operable to independently 
independently activate each of the plurality of reels, independently stop each of said reels, 
provide a player any of said awards associated with said symbols indicated on said stopped reels, 
and independently re-activate said stopped reel if said reel is not deactivated. The evidence 
submitted fails to adequately address this requirement. An internal request for development of a 



Application/Control Number: 10/678,512 Page 6 

Art Unit: 3714 

game such as exhibit C and lab notebook entry of exhibit A is not factual evidence of the 
conception of the claimed invention without a showing of the specifics of claimed invention. 
Further, this internal request is not related to the instant claims; no description of conception of 
the claimed features such as discussed above and as specifically claimed. Thus, the totality of 
evidence presented with the affidavit is unpersuasive to establish conception prior to Berman. 

6. Further, alternatively, the evidence submitted is insufficient to establish a reduction to 
practice of the invention in this country or a NAFTA or WTO member country prior to the 
effective date of the Berman reference. Again, similarly as above and reiterated herein, the 
evidence submitted lacks nexus to claimed invention and thus any alleged reduction to practice is 
insufficient to show that the claimed invention was actually reduced to practice. The evidence 
submitted fails to adequately address this requirement. An internal request for game 
development is not factual evidence of reduction to practice of the claimed invention. Further, 
this internal request is not related to the instant claims; no description of reduction to practice of 
the claimed features such as discussed above and as specifically claimed. 

7. Also, the evidence submitted is insufficient to establish diligence from a date prior to the 
date of reduction to practice of the Berman reference to either a constructive reduction to 
practice or an actual reduction to practice. The evidence lacks nexus to claimed in invention 
(sic) and thus similarly diligence since there is no showing that any alleged diligence is actually 
directed toward claimed invention; a mere allegation thereto is not a clear showing in evidence. 
The evidence submitted fails to adequately address this requirement. An internal request for 
game development is not factual evidence of the conception or reduction to practice of the 
claimed invention or for the diligence applied thereto. Further, this internal request is not related 
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to the instant claims; no description of conception or reduction to practice of the claimed features 
such as discussed above and as specifically claimed. Further, although the dates of the alleged 
activity span mere months (Feb for exhibit B, April for exhibit C, May for exhibit A and June for 
exhibit D) with an constructive reduction to practice being Sep. 28, 2001 [after the Berman 
reference]; there is no showing that this effort is diligent especially taking into consideration the 
field of endeavor being within the highly competitive field of electronic bonus wagering games. 

8. Finally, the Office acknowledges from Affidavit that two models (TTT and DD) were 
manufactured during 2001; however, there is no showing by evidence that supports Applicants 
allegation that the manufactured games are actual embodiments of the claimed invention. The 
evidence submitted is lacking (sic) on actual facts that relate to claimed invention, as filed. 

9. Therefore, the affidavit is unpersuasive due to lack of showing sufficient evidence to 
support its allegations of conception and actual reduction to practice of claimed invention (with 
due diligence) to overcome the Berman reference. 

Response to Arguments 

10. Applicant's arguments filed Nov 1, 2004 have been fully considered but they are not 
persuasive. Berman reference is a U.S. patent that claims the rejected invention, thus an affidavit 
is inappropriate. Alternatively, Applicants assertion that Berman is not prior art is unpersuasive 
due to lack of evidence to support conception and actual practice before the Berman reference. 
The totality of Applicants rebuttal evidence fails to outweigh the anticipation/obviousness 
holdings of Berman. Therefore, the totality of Applicants rebuttal evidence and arguments of 
patentability are unpersuasive to overcome the Berman reference. 
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Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. A. Sager whose telephone number is 571-272-4454. The 
examiner can normally be reached on T-F, 0700-1730 hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on 571-272-4419. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7.-9 ^S^toll-free). 



M. X^Sager 
Primary Examiner 
Art Unit 3714 
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